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DETAILED ACTION 

1. Claims 1-17 is pending. 

2. This is a Final rejection necessitated by new grounds of rejection. 



Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made 

in this Office action: 

(e) the invention was described in ( 1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by another 
filed in the United States before the invention by the applicant for patent, except that 
an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United 
States only if the international application designated the United States and was 
published under Article 21(2) of such treaty in the English language. 



3. Claims 1-17 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Nishioka, et al. (US 5,754,656). 



As per claim 1: 

Nishioka, et al. teaches a method for digitally signing an electronic form 
in a secure manner by means of a mobile station said method comprising 
the steps of: 
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computing a first hash code for the material to be signed [col.21, 
lines 58-61], the material to be signed including the form, an identifier of 
the form, shared information, and /or essential information; [col.21, 
lines 6-10 and 62-65] 

transferring the material to be signed and the first hash code, to 
the mobile station, [col.22, lines 3-5] 

digitally signing, using the mobile station, the material and the 
first hash code transferred to the mobile station; and [col.22, lines 7-8] 

verify the authenticity of the signed and transferred material by 
comparing the signed hash code [col.22, lines 53-58] with the first hash 
code computed from the material before signature [col.22, lines 42-45]. 
As per claim 2: See col. 22, lines 3-5; discussing the first hash code is 
added to the material to be transferred to the mobile station. 
As per claim 3: See col.21, lines 6-10 and 62-65 and col.22, lines 
40-42; discussing the material to be signed is generated from an 
identifier of the form and essential information associated with the form. 
As per claim 4: See col.21, lines 58-61; discussing computing the 
first hash code from the material to be signed before the material is 
transferred into the mobile station. 

As per claim 5: See col.22, lines 3-33; discussing the material is 
transferred to the mobile station for signature from a second party and 
the signed material is transferred to the second party, whereupon the 
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second party performs the step of verifying the authenticity of the 
signature. 

As per claim 6: See col.21, lines 3-19; discussing the material is 
encrypted before being transferred between the mobile station and the 
second party and the encrypted material is decrypted before any 
treatment of the material, such as signature and verification of 
authenticity. 

As per claim 7: See col.21, lines 6-14 and 62-65 and col.22, lines 
40-42; discussing the form is generated using a pre-agreed form 
template provided with an identifier, the essential information being filled 
in the form template before it is transferred to the mobile station. 
As per claim 8: See col.21, lines 59-61; discussing the hash code is 
generated using a hash function. 

As per claim 9: See col.22, lines 8-10 and 57; discussing the 
signature and/or encryption of the message are implemented using a 
public and private key method. 

As per claim 10: See col.21, lines 6-10 and 62-65 and col.22, lines 
40-42; discussing the material and/ or part of it is presented in the 
mobile station before the material is signed. 

As per claim 11: See col. 12, lines 27-28; discussing wherein the 
mobile station is started in signature mode before the transfer of the 
material into the mobile station. 
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As per claim 12: See col.22, lines 1-2; discussing the material is 
stamped with the stamp, and the transaction of signature of the material 
is tiled after the signature has been authenticated. 
As per claim 13: 

Nishioka, et al. teaches a system for digitally signing an electronic 
form in a secure manner by a mobile station said system comprising: 

a payment machine; [col.21, lines 1-2; discusses the user site 
apparatus is in the form of a payment machine is a terminal for the 
user to insert the smart card into (col. 9, lines 16-28) that 
communicates to the retail store apparatus where this payment 
apparatus issues commands for purchasing the desired products and 
thus is inherent the user site apparatus is where payment takes 
place in order to complete the purchase via the retail store 
apparatus (col.9, lines 3-5 and 10-13).] 

means connected to the payment machine for the generation of the 
material to be signed said material comprising a form, its identifier, 
shared data, and/ or essential information added to it; and [col.21, lines 
6-14 and 62-65 and col.22, lines 40-42] 

means connected to the payment machine for the transfer of the 
material into the mobile station, wherein [col.9, lines 34-50; discusses 
the smart card in the form of the mobile station where the smart 
card is mobile that can receive/ transmit data, encrypt/ decrypt unit, 
and a digitally signature unit, (col.9, lines 55-56 and col.22, lines 6-7).] 
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the payment machine comprises means for computing a first hash 
code from the material to be signed [col.21, lines 58-66] and means for 
transfer of the first hash code into the mobile station; [col. 22, lines 3-5] 

the mobile station comprise signing means for the signing of the 
material transferred into it; and [col. 22, lines 6-8] 

the payment machine comprises means for verifying the 
authenticity of the signed and transferred material by comparing the 
signed hash code [col.22, lines 53-58] with the hash code computed 
from the material before signature, [col.22, lines 42-45] 
As per claim 14: See col. 20, lines 54-57 and col.21, lines 4-5 and 
18-19; discussing a server connected to the payment machine and the 
mobile station and controlled by a third party, and the mobile station 
comprises means for encrypting the signed material. 
As per claim 15: See col.22, lines 49-55; discussing the server 
comprises means for the verification of authenticity of the digital 
signature. 

As per claim 16: See col.21, lines 6-10 and 62-65 and col.22, lines 
40-42; discussing the mobile station comprises means for presenting the 
material and/ or part of it in the mobile station before the signing of the 
material. 

As per claim 17: See col.22, lines 1-2; discussing means for stamping 
the material with a time stamp, and means for filing the transaction of 
signing of the material after the signature has been authenticated. 
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Response to Arguments 

4. Applicant's arguments with respect to claims 1-17 have been 
considered but are moot in view of the new ground(s) of rejection. 



Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE 
FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from the mailing date of this action. In the event 
a first reply is filed within TWO MONTHS of the mailing date of this final 
action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the 
mailing date of the advisory action. In no event, however, will the 
statutory period for reply expire later than SIX MONTHS from the date of 
this final action. 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to LEYNNA T. HA 
whose telephone number is (571) 272-3851. The examiner can normally 
be reached on Monday - Thursday (7:00 - 5:00PM). 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Kim Vu can be reached on (571) 272-3859. 
The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either 
Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact 
the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



LHa 




